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DETAILED ACTION 

1. This action is responsive to communications: amendment filed 7/21/2005 to the original 
application filed 1/17/2002 by Negishi et al entitled "Conversion Apparatus ..." 

2. The Office substantially maintains the FAOM rejections of claims 1-10, 12-17, 21-22 and 
24-27 under 35 U.S.C. 103(a) as being unpatentable over Harrington in view of Guthrie, in view 
of the amendment, with modifications corresponding to the amendment changes. 

3. The Office substantially maintains the FAOM rejections of claims 1 1 and 23 under 35 
U.S.C 103(a) as being unpatentable over Harrington in view of Guthrie and in further view of 
Sokolov, in view of the amendment, with modifications corresponding to the amendment 
changes. 

4. The Office substantially maintains the FAOM rejections of claims 18-20 under 35 U.S.C. 
103(a) as being unpatentable over Harrington in view of Guthrie and in further view of 
Underwood, in view of the amendment, with modifications corresponding to the amendment 
changes. 



5. 



Claims 1-27 are pending. Claim 1,6 10 and 22 are independent. 
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Claim Rejections - 35 USC §103 
6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



7 Claims 1-10, 12-17, 21-22 and 24-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Harrington et al (US Patent No. 6,775,820, filed Nov. 29, 2000 and issued 
Aug. 10, 2004, hereafter referred to as "Harrington") in view of Guthrie (US Patent No. 
6,266,681, filed Apr. 8, 1997 and issued Jul. 24, 2001, hereafter referred to as "Guthrie"). 



Regarding independent claim 1, Harrington discloses: 

A conversion apparatus (Fig. 3 and Fig. 4, esp. #410) receiving a document and a 
script as receiving data (Fig. 4 #404 and #406\comprising: 
... ; and 

computer readable code for substituting a script calling portion in the 
document with a portion for calling the script stored in said memory. (Fig. 5 
#520, 524, 528, col. 7 lines 9-24 and claim 12) 



However, Harrington does not explicitly disclose: 



a memory for storing at least the script extracted from the receiving data, 
the memory being located on a server configured to receive and send data to a 
client; and 



Guthrie, though, discloses: 
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a memory for storing at least the script extracted from the receiving data, 
the memory being located on a server configured to receive and send data to a 
client; (col. 9 lines 25-67 disclose the well known concept of a client/server 
architecture, it further being merely a matter of obvious design choice as to what 
one stores and where one stores it) and 



It would have been obvious to one of ordinary skill in the art at the time of the invention 
to apply the teachings of Guthrie for the benefit of Harrington, because to do so would have 
allowed a programmer into an existing document, as taught by Guthrie in the Abstract. These 
references were all applicable to the same field of endeavor, i.e., web-based programming. 



Regarding claim 2, which is dependent upon claim 1, Harrington further discloses: 

wherein the script is embedded in or attached to the document. (Fig. 4 

#406) 

Regarding claim 3, which is dependent upon claim 2, Harrington further discloses: * 

wherein the document and the script are separately provided. (Fig. 4 #404 
and Fig. 5 #520 re: Visual Basic Script, it being merely a matter of obvious design 
choice as to how one divides up the data to be processed.) 

Regarding claim 4, which is dependent upon claim 1, Harrington further discloses: 

wherein said conversion apparatus is provided in a relay server for 
sending and receiving data to and from a client, (col. 2 lines 55-58 and Fig. 1 
#104, it being merely a matter of obvious design choice as to where one chooses 
to host any or all processing functions) 

Regarding claim 5, which is dependent upon claim 1, the limitations of claim 1 have 
been previously addressed. 



Application/Control Number: 10/052,171 
Art Unit: 2176 



Page 5 



However, Harrington does not explicitly disclose: 

wherein said memory stores the document and the script 

Guthrie, though, discloses: 

wherein said memory stores the document and the script. (Fig. 5 #505, 
#509 and #510, and col. 9 lines 25-67 disclose the well known concept of a 
client/server architecture, it being merely a matter of obvious design choice as to 
what one stores and where one stores it) 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to apply the teachings of Guthrie for the benefit of Harrington, because to do so would have 
allowed a programmer into an existing document, as taught by Guthrie in the Abstract. These 
references were all applicable to the same field of endeavor, i.e., web-based programming. 



Independent claim 6 is directed to a method implemented by the apparatus of claim 1. 
As such, this claim is substantially similar to claim 1, and therefore likewise rejected. 



Claims 7-9 are substantially similar to claims 2-4, and therefore likewise rejected. 



Regarding independent claim 10, Harrington discloses: 



A script conversion system (Abstract), comprising: 

a relay server for sending and receiving data to and from at least one 
client (col. 2 lines 55-58 and Fig. 1 #104 and #108), said script conversion system 
being used for requesting a document and displaying the requested document by 
said client (Fig. 1 #108/1 10/1 12 and col. 2 lines 39-44 and col. 1 lines 6-10) 

said relay server (Fig. 1 #104, shows the well known use of servers, it 
being merely a matter of obvious design choice as to the number of servers 
employed and the functions hosted on each server) comprising: 
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conversion means for receiving a document and a script (Fig. 4 
#404 and #406), extracting at least the script from the document (Fig. 5 
#506/512/520/524/528) and 

... , 

substituting a script calling portion in the document with a portion 
for calling the script stored in said storage means, (Fig. 5 #520/524/528) 
and outputting a resulting document as a converted document; (Abstract 
discusses the converted document being compatible with OS/2 browsers 
[which output/display web documents]) and 

script execution means for executing the script, (Abstract re: browsers) 
wherein said relay server sends the converted document to said client, (Fig. 1 
#104 and 108, and col. 7 lines 55-63) and a script called by said client is 
executed by said script execution means. (Abstract re: browsers) 



However, Harrington does not explicitly disclose: 



... and 

the script and storing the script in storage means; 
... ; and 



Guthrie, though, discloses: 



... and 

the script and storing the script in storage means; (Fig. 5 #505 and 
#509, it being merely a matter of obvious design choice as to what one 
stores and where one stores it) 

... ; and 



It would have been obvious to one of ordinary skill in the art at the time of the invention 



to apply the teachings of Guthrie for the benefit of Harrington, because to do so would have 
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allowed a programmer into an existing document, as taught by Guthrie in the Abstract. These 
references were all applicable to the same field of endeavor, i.e., web-based programming. 



Regarding claim 12, which is dependent upon claim 10, the limitations of claim 10 have 

been previously addressed. 

However, Harrington does not explicitly disclose: 

wherein said relay server receives the document directly from a document 
server in which documents are stored, or from said document server via an 
external recording medium. 

Guthrie, though, discloses: 

wherein said relay server receives the document directly from a document 
server in which documents are stored, or from said document server via an 
external recording medium, (col. 2 lines 30-45 discusses the use of multiple 
servers, it being merely a matter of obvious design choice as to where data is 
stored and the number of servers utilized) 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to apply the teachings of Guthrie for the benefit of Harrington, because to do so would have 
allowed a programmer into an existing document, as taught by Guthrie in the Abstract. These 
references were all applicable to the same field of endeavor, i.e., web-based programming. 



Claim 13 is substantially similar to claim 2, and therefore likewise rejected. 



Regarding claim 14, which is dependent upon claim 13, the limitations of claim 13 have 
been previously addressed. 
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However, Harrington does not explicitly disclose: 

wherein said storage means comprises script storage means, and, when a 
display portion and the script, which form the document, are separately provided, 
said storage means stores the script in said script storage means, and the script 
calling portion in the document is substituted with the portion for calling the 
script stored in said script storage means. 

Guthrie, though, discloses: 

wherein said storage means comprises script storage means, (Fig. 5 #509 
and #505) and, when a display portion and the script, which form the document, 
are separately provided, (Fig. 5 #510, 509, it being merely a matter of obvious 
design choice as to where/how data is stored) said storage means stores the script 
in said script storage means, (Fig. 5 #509) and the script calling portion in the 
document is substituted with the portion for calling the script stored in said script 
storage means. (Fig. 5 #510) 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to apply the teachings of Guthrie for the benefit of Harrington, because to do so would have 
allowed a programmer into an existing document, as taught by Guthrie in the Abstract. These 
references were all applicable to the same field of endeavor, i.e., web-based programming. 



Claim 15 is substantially similar to claim 12, and therefore likewise rejected. 



Regarding claim 16, which is dependent upon claim 10, the limitations of claim 10 have 

been previously addressed. 

However, Harrington does not explicitly disclose: 

wherein said storage means comprises document storage means for 
storing at least the document, and said storage means stores the document and 
the script in said document storage means. 
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Guthrie, though, discloses: 

wherein said storage means comprises document storage means for 
storing at least the document, (Fig. 5 #505) and said storage means stores the 
document and the script in said document storage means. (Fig. 5 #505, 510, 509, 
it being merely a matter of obvious design choice as to where/how data is stored) 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to apply the teachings of Guthrie for the benefit of Harrington, because to do so would have 
allowed a programmer into an existing document, as taught by Guthrie in the Abstract. These 
references were all applicable to the same field of endeavor, i.e., web-based programming. 



Regarding claim 17, which is dependent upon claim 10, Harrington further discloses: 

wherein, when an execution result document obtain ed as a result of 
executing the script in said relay server is output, the execution result document is 
returned to said client , and is displayed in said client. (Abstract, discussing the 
converted document being compatible with OS/2 browsers [which display web 
documents]) 



Regarding claim 21, which is dependent upon claim 10, the limitations of claim 10 have 

been previously addressed. 

However, Harrington does not explicitly disclose: 

wherein said relay server serves the functions of a document server by 
storing the document in said relay server in advance. 

Guthrie, though, discloses: 

wherein said relay server serves the functions of a document server by 
storing the document in said relay server in advance. (Fig. 5 #500, 510, 509, it 
being merely a matter of obvious design choice as to where/how data is stored) 
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It would have been obvious to one of ordinary skill in the art at the time of the invention 
to apply the teachings of Guthrie for the benefit of Harrington, because to do so would have 
allowed a programmer into an existing document, as taught by Guthrie in the Abstract. These 
references were all applicable to the same field of endeavor, i.e., web-based programming. 



Regarding independent claim 22, Harrington discloses: 

A script conversion method (Abstract) for requesting from at least one to a 
document server to send a document via a relay server and displaying the requested 
document in said client (Abstract, col. 2 lines 55-58, Fig. 1 #104/108) and for displaying 
the received document (Fig. 1 #108, and col. 2 lines 39-45 and col. 1 lines 6-10), said 
script conversion comprising: 

receiving the document and a script from said document server by said 
relay server; (Fig. 4 #404/406) 

extracting at least the script from the document and the script; (Fig. 5 # 
506/5 12/520/524/528, col. 7 lines 9-24 and claim 1 2) 
... , 

substituting a script calling portion with a portion for calling the script 
(Fig. 5 #520/524/528, col. 7 lines 9-24 and claim 12) ... ; 

... , 

sending the converted document to said client; and 
executing, on the relay server, a script in the converted document called 
by said client. (Abstract, col. 2 lines 39-45 and col. 1 lines 6-10, it being merely a 
matter of obvious design choice as to where one chooses to run a software 
executable) 



However, Harrington does not explicitly disclose: 



storing the script in storage means; 
... stored in said storage means; 

outputting a resulting document as a converted document; 
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Guthrie, though, discloses: 



storing the script in storage means; (Fig. 5 #500/509, further col. 9 lines 
25-67 discloses the well known concept of a client/server architecture, it further 
being merely a matter of obvious design choice as to what one stores and where 
one stores it) 

... stored in said storage means; (Fig. 5 #500/509, it being merely a matter 
of obvious design choice as to what data is stored and where) 

outputting a resulting document as a converted document; (Fig. 5 
#503/506/510) 



It would have been obvious to one of ordinary skill in the art at the time of the invention 
to apply the teachings of Guthrie for the benefit of Harrington, because to do so would have 
allowed a programmer into an existing document, as taught by Guthrie in the Abstract. These 
references were all applicable to the same field of endeavor, i.e., web-based programming. 

Claim 24 is substantially similar to claim 2, and therefore likewise rejected. 

Regarding claim 25, which is dependent upon claim 24, the limitations of claim 24 have 

been previously addressed. 

However, Harrington does not explicitly disclose: 

said storage means comprises script storage means, and when a display 
portion and the script, which form the document, are separately provided, said 
storing step stores the script in said script storage means, and said substituting 
step substitutes the script calling portion with the portion for calling the script 
stored in said script storage means. 
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Guthrie, though, discloses: 

said storage means comprises script storage means, and when a display 
portion and the script, which form the document, are separately provided, said 
storing step stores the script in said script storage means, and said substituting 
step substitutes the script calling portion with the portion for calling the script 
stored in said script storage means. (Fig. 5 #505/503/506/510/509, show storing of 
document and script in memory, it being merely a matter of obvious design choice 
as to the name and invocation time of a particular processing step, especially such 
a well known step like "storing of data") 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to apply the teachings of Guthrie for the benefit of Harrington, because to do so would have 
allowed a programmer into an existing document, as taught by Guthrie in the Abstract. These 
references were all applicable to the same field of endeavor, i.e., web-based programming. 



Claim 26 is substantially similar to claim 12, and therefore likewise rejected. 



Regarding claim 27, which is dependent upon claim 22, the limitations of claim 2 have 
been previously addressed. 

However, Harrington does not explicitly disclose: 

further including storing the documents in said storage means, 

Guthrie, though, discloses: 

further including storing the documents in said storage means. (Fig. 5 
#505/510/509, show storing of document and script in memory, it being merely a 
matter of obvious design choice as to the name and invocation time of a particular 
processing step, especially such a well known step like "storing of data" and col. 
9 lines 25-67 disclose the well known concept of a client/server architecture, it 
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further being merely a matter of obvious design choice as to what one stores and 
where one stores it) 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to apply the teachings of Guthrie for the benefit of Harrington, because to do so would have 
allowed a programmer into an existing document, as taught by Guthrie in the Abstract. These 
references were all applicable to the same field of endeavor, i.e., web -based programming. 



8. Claims 11 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harrington et al (US Patent No. 6,775,820, filed Nov. 29, 2000 and issued Aug. 10, 2004, 
hereafter referred to as "Harrington") in view of Guthrie (US Patent No. 6,266,681, filed Apr. 8, 
1997 and issued Jul. 24, 2001, hereafter referred to as "Guthrie") and further in view of Sokolov 
(US Patent No. 6,823,504, filed Nov. 15, 2000 and issued Nov. 23, 2004, hereafter referred to as 
"Sokolov"). 

Regarding claim 11, which is dependent upon claim 10, the limitations of claim 10 have 
been previously addressed. 

However, Harrington does not explicitly disclose: 

wherein said storage means stores the document and the script. 

Sokolov, though, discloses: 



wherein said storage means stores the document and the script (the use of 
portable communications terminals is well known in the art as evidenced by col. 1 
lines 56-62) 
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It would have been obvious to one of ordinary skill in the art at the time of the invention 
to apply the teachings of Sokolov for the benefit of Harrington in view of Guthrie, because to do 
so would have allowed a system implementer to use a smaller memory footprint, as taught by 
Sokolov in col. 1 line 65 - col. 2 line 5. These references were all applicable to the same field of 
endeavor, i.e., web-based programming. 

Claim 23 is substantially similar to claim 11, and therefore likewise rejected. 

9. Claims 18-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harrington et al (US Patent No. 6,775,820, filed Nov. 29, 2000 and issued Aug. 10, 2004, 
hereafter referred to as "Harrington") in view of Guthrie (US Patent No. 6,266,681, filed Apr. 8, 
1997 and issued Jul. 24, 2001, hereafter referred to as "Guthrie") and further in view of 
Underwood et al (US Patent No. 6,601,057, provisionally filed Nov. 5, 1999 and issued Jul. 29, 
2003, hereafter referred to as "Underwood"). 

Regarding claim 18, which is dependent upon claim 10, the limitations of claim 10 have 

been previously addressed. 

However, Harrington does not explicitly disclose: 

wherein said client comprises ID information storage means for storing 
ID information which specifies a caller, and said relay server comprises 
authentication means for receiving the ID information from said client and for 
comparing the ID information with a list of ID information which is allowed to 
use said relay server, and wherein said authentication means determines whether 
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said client is allowed to use said relay server based on an authentication result of 
said authentication means. 



Underwood, though, discloses: 

wherein said client comprises ID information storage means for storing 
ID information which specifies a caller, and said relay server comprises 
authentication means for receiving the ID information from said client and for 
comparing the ID information with a list of ID information which is allowed to 
use said relay server, and wherein said authentication means determines whether 
said client is allowed to use said relay server based on an authentication result of 
said authentication means. (Fig. 47 A and col. 41 lines 5-7 discuss the well known 
function of user authentication) 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to apply the teachings of Underwood for the benefit of Harrington in view of Guthrie, because to 
do so would have allowed one to easily change the look and feel of a web site, as taught by 
Underwood in col. 4 lines 8-12. These references were all applicable to the same field of 
endeavor, i.e., web-based programming. 



Regarding claim 19, which is dependent upon claim 18, the limitations of claim 18 have 

been previously addressed. 

However, Harrington does not explicitly disclose: 

further comprising accounting means for performing accounting to bill the 
which is determined to be allowed to use said relay server by said authentication 
means for the use of: a conversion function for receiving the document and the 
script extracting at least the script from the document and the script and 
separately storing the script in said storage means, substituting the script calling 
portion in the document with the portion for calling the script stored in said 
storage means, and outputting a resulting document as a converted document; 
and an execution for executing the script in the converted document called by 
' said client 
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Underwood, though, discloses: 

further comprising accounting means for performing accounting to bill the 
which is determined to be allowed to use said relay server by said authentication 
means for the use of: a conversion function for receiving the document and the 
script extracting at least the script from the document and the script and 
separately storing the script in said storage means, substituting the script calling 
portion in the document with the portion for calling the script stored in said 
storage means, and outputting a resulting document as a converted document; 
and an execution for executing the script in the converted document called by 
said client. (Fig. 82 re: Billing, and col. 52 lines 23-50 discuss billing [i.e., 
accounting] functions) 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to apply the teachings of Underwood for the benefit of Harrington in view of Guthrie, because to 
do so would have allowed one to easily change the look and feel of a web site, as taught by 
Underwood in col 4 lines 8-12. These references were all applicable to the same field of 
endeavor, i.e., web-based programming. 



Regarding claim 20, which is dependent upon claim 19, the limitations of claim 19 have 

been previously addressed. 

However, Harrington does not explicitly disclose: 

wherein said accounting means updates accounting in formation 
corresponding to the ID in formation every time said client uses the conversion 
function and the execution function. 

Underwood, though, discloses: 

wherein said accounting means updates accounting in formation 
corresponding to the ID in formation every time said client uses the conversion 
function and the execution function, (col. 52 lines 46-50 discuss billing [i.e., 
accounting] functions on a per user basis) 
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It would have been obvious to one of ordinary skill in the art at the time of the invention 
to apply the teachings of Underwood for the benefit of Harrington in view of Guthrie, because to 
do so would have allowed one to easily change the look and feel of a web site, as taught by 
Underwood in col. 4 lines 8-12. These references were all applicable to the same field of 
endeavor, i.e., web-based programming. 



Response to Arguments 

10. Applicant's arguments have been fully considered but they are not persuasive. 

Regarding the FAOM rejections of the claims: 

Regarding the rejections of the claims under 35 USC 103(a), Applicant asserts in the 
Remarks on pages 16-17 that the primary reference, Harrington, does not disclose "script calling 
portion substitution" or "script execution means on a server". 

The Office respectfully disagrees with Applicant's assessment of the prior art. First, 
Harrington teaches substituting Visual Basic Script for JavaScript in the cited passage, 
specifically col. 7 lines 1 1-12 and further is claimed in claim 12 of Harrington. As far as 
whether actual code or a function call is used to implement, such a feature is merely a matter of 
obvious design choice. The terms "re-coding" and "substituting" are reasonably construed as 
synonymous terms, or at least as obvious variants of each other. Regarding Applicant's second 
assertion, the Office submits that where execution of software takes place does not impart 
novelty / overcome obviousness in a client/server environment. Harrington discloses in col. 7 
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lines 19-24 the use of a client/server environment. It is well known in the computer software arts 
that execution location may be varied. For at least these reasons, the Office respectfully asserts 
its position regarding the rejections of the claims using the cited prior. 

The Office therefore maintains the FAOM rejections: 

1) of claims 1-10, 12-17, 21-22 and 24-27 under 35 U.S.C. 103(a) as being unpatentable 
over Harrington in view of Guthrie, in view of the amendment, with modifications corresponding 
to the amendment changes; and 

2) of claims 1 1 and 23 under 35 U.S.C. 103(a) as being unpatentable over Harrington in 
view of Guthrie and in further view of Sokolov, in view of the amendment, with modifications 
corresponding to the amendment changes; and 

3) of claims 18-20 under 35 U.S.C. 103(a) as being unpatentable over Harrington in view 
of Guthrie and in further view of Underwood, in view of the amendment, with modifications 
corresponding to the amendment changes. 



1 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
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12. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert M Stevens whose telephone number is (571) 272-4102. 
The examiner can normally be reached on M-F 6:00 - 2:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather R. Herndon can be reached on (571) 272-4136. The current fax phone 
number for the organization where this application or proceeding is assigned is 703-872-9306. 
Additionally, the main number for Technology Center 2100 is (571) 272-2100. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Robert M. Stevens 

Reg. No. 47,972 

Art Unit 2176 

Date: September 16, 2005 
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